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DETAILED ACTION 

1 . This Office Action is in regards to the most recent papers filed on 6/30/2003. 

Specification 

2. The disclosure is objected to because of the following informality: Page 12, line 9 
refers to "computer 20." This should apparently be "computer 110." 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 30 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 30 recites the limitation "the selection" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. For purposes of prosecution, it is 
assumed that claim 30 depends from claim 29, and that "the selection" refers to the 
action performed by the management component in claim 29. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 20 and 35-39 are rejected under 35 U.S.C. 101 because the claimed 

invention is directed to non-statutory subject matter. 

With regard to claim 20, the instant claim is directed towards a computer- 
readable medium having computer-executable instructions. However, according to the 
instant specification page 9, lines 10-12, a computer-readable medium may include 
communication media, which may include carrier waves or other transport mechanism. 
Claims directed to signals are held to be nonstatutory. To be statutory, the instant claim 
must be limited to only computer storage media (as in the specification, page 9, lines 
10-23) that stores the computer-executable instructions. 

With regard to claims 35-38, each of the instant claims may be directed towards 
software per se. Claims 35 and 36 recite means plus function language, however, 
appear to include embodiments that may be implemented in software alone without any 
corresponding hardware (for example, claim 20 performs much of the same as claim 35, 
but is performed through computer-executable instructions). Claims 37 and 38 are 
directed to a system that comprises a service registry and a manager component, both 
of which clearly include embodiments which are software alone. For system claims, the 
scope of the claims must include only embodiments that are implemented in hardware 
or a combination of hardware and software, but not software alone, to be found 
statutory. 
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Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under. this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1-10, 14, 17-23, 25-33, and 35-38 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Murto et al. in US Patent Application Publication US 2004/0213409 
A1, hereafter referred to as "Murto." 

With regard to claim 1, Murto discloses in a computing environment, a method 
comprising: 

receiving a plurality of access points to distributed services that match specified 
criteria, the access points provided by a service registry (Murto: Paragraph [0158] and 
[0159]); 

. maintaining the plurality of access points in a cache (Murto: Paragraph [0169]); 
receiving a request from a program to provide an access point (Murto: 
Paragraphs [0155] and [0169]); and 

in response to the request, selecting an access point from the cache and 
returning data corresponding to the access point to the program (Murto: Paragraphs 
[0159] and [0165]). 
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With regard to claim 2, Murto discloses receiving the specified criteria from the 
program, and sending a query to the service registry based on the criteria (Murto: 
Paragraphs [0155] to [0158]). 

With regard to claim 3, Murto discloses receiving the plurality of access points 
from the service registry in response to the query (Murto: Paragraph [0159]). 

With regard to claim 4, Murto discloses that the service registry comprises a 
UDDI-based registry, and wherein the sending the query to the service registry 
comprises sending a UDDI find request (Murto: Paragraph [0158]). 

With regard to claim 5, Murto discloses that the plurality of access points is 
provided by the service registry in a list of URLs, and wherein returning data 
corresponding to the access point comprises returning data comprising a URL (Murto: 
Paragraph [0144]).' 

With regard to claim 6, Murto discloses that returning data corresponding to the 
access point comprises returning a network address of a computer system (Murto: 
Paragraph [0144]. A URL is considered to be a type of network address.). 

With regard to claim 7, Murto discloses that returning data corresponding to the 
access point comprises returning an identifier that can be resolved by some mechanism 
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to an application or a particular instance of an application (Murto: Paragraph [0144]. A 
URL is an identifier that can be resolved.). 

With regard to claim 8, Murto discloses that receiving a request from a program 
for an access point comprises receiving a call at a defined interface (Murto: Paragraph 
[0043]. Any network communication that is received involves receiving some call at 
some interface (e.g. the network interface).). 

With regard to claim 9, Murto discloses that selecting the access point form the 
cache comprises maintaining the access points in an ordering (Murto: Paragraph 
[0159]. As a list is returned, there is some order, even if the order is not according to 
any particular rule.), and choosing the access point based on the ordering (Murto: 
Paragraph [0022]). 

With regard to claim 10, Murto discloses basing the ordering on data received 
from the program (Murto: Paragraph [0022]). 

With regard to claim 14, Murto discloses receiving information that a distributed 
service has failed, and outputting failure data in response thereto (Murto: Paragraph 
[0081]). 
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With regard to claim 17, Murto discloses that outputting failure comprises 
communicating with an error handling service (Murto: paragraph [0081]). 

With regard to claim 18, Murto discloses collecting failure information at the error 
handling service (Murto: Paragraph [0081]). 

With regard to claim 19, Murto discloses receiving information that a distributed 
service has failed comprises receiving a call at a defined interface (Murto: Paragraph 
[0081]). 

With regard to claim 20, Murto discloses a computer readable medium having 
computer-executable instructions for performing the method of claim 1 (Murto is a 
computer implemented system, so it inherently has some computer readable medium 
with some instructions for performing the method of claim 1 .). 

With regard to claim 21 , the instant claim is substantially similar to subject matter 
presented in claim 1, and is rejected for substantially similar reasons. 

With regard to claim 22, Murto discloses that the manager component comprises 
an instantiated object (Murto: Paragraphs [0154-0168]. The server, which performs 
many of the functions of the manager component, comprises an instantiated object, as 
the server, and modules within the server, exists.). 
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With regard to claim 23, the instant claim is substantially similar to subject matter 
presented in claim 5, and is rejected for substantially similar reasons. 

With regard to claim 25, Murto discloses that the manager component is coupled 
to the client program via a defined interface that receives the request for the access 
point (Murto: Figure 6. The server receives information via the network.). 

With regard to claim 26, the instant claim is substantially similar to subject matter 
presented in claim 4, and is rejected for substantially similar reasons. 

Wjth regard to claim 27, the instant claim is substantially similar to subject matter 
presented in claims 2 and 3, and is rejected for substantially similar reasons. 

With regard to claim 28, the instant claim is substantially similar to subject matter 
presented in claim 4, and is rejected for substantially similar reasons. 

With regard to claim 29, the instant claim is substantially similar to subject matter 
presented in claim 9, and is rejected for substantially similar reasons. 

With regard to. claim 30, the instant claim is substantially similar to subject matter 
presented in claim 9, and is rejected for substantially similar reasons. 
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With regard to claim 31 , the instant claim is substantially similar to subject matter 
presented in claim 19, and is rejected for substantially similar reasons. 

With regard to claim 32, the instant claim is substantially similar to subject matter 
presented in claim 14, and is rejected for substantially similar reasons. 

With regard to claim 33, the instant claim is substantially similar to subject matter 
presented in claim 18, and is rejected for substantially similar reasons. 

to claim 35, the instant claim is substantially similar to subject matter 
1 , and is rejected for substantially similar reasons. 

With regard to claim 36, the instant claim is substantially similar to subject matter 
presented in claims 14, and 17-19, and is rejected for substantially similar reasons. 

With regard to claim 37, the instant claim is substantially similar to subject matter 
presented in claims 1-3, and is rejected for substantially similar reasons. 



With regard 
presented in claim 



With regard to claim 38, the instant claim is substantially similar to subject matter 
presented in claims 4-5, and is rejected for substantially similar reasons. 
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Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 11-13, 15-16, 24, and 34 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Murto in view of Official Notice. 

With regard to claim 11, Murto discloses the invention as substantially claimed 
except basing the ordering on quality of service data. 

However, Official Notice (See MPEP §2144.03) is taken that this functionality is 
well known in the art. 

The Applicant is entitled to traverse any/all Official Notice taken in this action 
according to MPEP §2144.03. However, MPEP §2144.03 further states "See also In re 
Boon, 439 F.2d 724, 169 USPQ 231 (CCPA 1971) (a challenge to the taking of judicial 
notice must contain adequate information or argument to create on its face a 
reasonable doubt regarding the circumstances justifying the judicial notice)." 
Specifically, In re Boon, 169 USPQ 231, 234 states "as we held in Alhert, an applicant 
must be given the opportunity to challenge either the correctness of the fact asserted or 
the notoriety or repute of the reference cited in support of this assertion. We did not 
mean to imply by this statement that a bald challenge, with nothing more, would be all 
that was needed." Further note that 37 CFR §1. 67(c)(3) states "Judicial notice means 
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official notice." Thus, a traversal by the Applicant that is merely "a bald challenge, with 
nothing more" will be given very little weight. 

It would have been obvious to base the order on quality of service data. 

The suggestion/motivation for doing so would have been that Murto provides for 
ordering of items on the list based on user preferences (Murto: Paragraph [0170]). 
Allowing the list to be sorted based on quality of service parameters (e.g. reliability or 
current status) allows the user to give preference to service providers that are capable 
of providing the services at an acceptable reliability. 

With regard to claim 12, Murto discloses the invention as substantially claimed 
except choosing the access point based oh the ordering comprises choosing the access 
point that is first in the ordering of those access points that have not been marked as 
having failed. 

However, Official Notice (See MPEP §2144.03) that this functionality was well 
known in the art. 

It would have been obvious to select the access point that is first in the list that 
has not been marked as having failed. 

The suggestion/motivation for doing so is that the list of Murto is sorted based on 
user preferences (Murto: Paragraph [0170]). As such, the top item would be the closest 
match to the desired settings of the user. Further, it would not make sense to choose 
the top access point in the list if it is known to have failed, so the first access point that 
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is not known to have failed would be the access point that is closest to the user's 
preference that can be accessed by the user. 

With regard to claim 13, the instant claim is substantially similar to subject matter 
presented in claim 12 (the "access point that is next" is interpreted as being the first 
access point, as in claim 12), and is rejected for substantially similar reasons. 

With regard to claim 15, Murto discloses the invention as substantially claimed 
except updating the service registry based on failure data. 

However, Official Notice (See MPEP §2144.03) that this functionality was well 
known in the art. 

It would have been obvious to update the service registry based on the failure 

data. 

The suggestion/motivation for doing so would have been that if an access point 
fails, the registry would still advertise the access point as having the service (and 
presumably be available), while the access point is, in fact, unavailable. Thus, having a 
mechanism to mark the access point as failed or remove the access point from the 
registry would allow the service registry to advertise only those access points that are 
believed to be active. 
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With regard to claim 16, Murto discloses the invention as substantially claimed 
except updating information relative to the cache based on failure data to indicate that 
the service has failed. 

However, Official Notice (See MPEP §2144.03) that this functionality was well 
known in the art. 

It would have been obvious to update the cache based on the failure data. 

The suggestion/motivation for doing so is similar to the motivation presented with 
regard to claim 15. Either the cache could be updated directly, as to avoid presenting 
the information to the user without requiring that the registry be updated, or the cache 
would be updated with regard to the current state of the registry, meaning that the 
cache would be updated based on the failure data. 

With regard to claim 24, Murto discloses the invention as substantially claimed 
except that the client program hosts the manager component. 

However, according to MPEP 2144.04 VI, the mere rearrangement of parts (e.g. 
the location of the manager component) may be an obvious matter of design choice. 

It would have been obvious to a person of ordinary skill in the art to choose to 
have the manager component hosted on the client program rather than on a separate 
system. 

The suggestion/motivation for doing so would have been that the client would 
have a local cache, and would not have to rely on a separate server to perform the 
caching and request operations. Rather, the client could directly retrieve the information 
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on the location of the access point that was previously retrieved (possibly as part of a 
previous request), and access the service using that information. This would increase 
the efficiency of the system of Murto for the single client. 

With regard to claim 34, the instant claim is substantially similar to subject matter 
presented in claims 15 and 18, and is rejected for substantially similar reasons. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Christensen whose telephone number is (571) 
270-1 144. The examiner can normally be reached on Monday through Thursday 
6:30AM -4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vaughn William can be reached on (571) 272-3922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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